United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1451) 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/869,514 


07/10/2001 


Herbert Bechtold 


870.003.137 


4152 



4955 7590 09/09/2004 

WARE FRESSOLA VAN DER SLU YS & 

ADOLPHSON, LLP 

BRADFORD GREEN BUILDING 5 

755 MAIN STREET, P O BOX 224 

MONROE, CT 06468 



EXAMINER 



DE SANTO, MATTHEW F 



ART UNIT 



PAPER NUMBER 



3763 

DATE MAILED: 09/09/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



1 ■■ i 

Application No. 



Office Action Summary 



09/869,514 



Examiner 

Matthew F DeSanto 



Applicant(s) 

BECHTOLD ET AL. 



Art Unit 

3763 



The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 04 August 2004 . 
2a)D This action is FINAL. 2b)S This action is non-final, 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [X] Claim(s) 1-11.36.37,44-47.51.52.71.72.105.106 and109 is/are pending in the application. 

4a) Of the above claim(s) 1-5.36.37.44-47.51.52.71,72.105 and 106 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 6-11 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) M The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12) [X] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

b)M AH b)D Some * c)D None of: 

1 .[x] Certified copies of the priority documents have been received. 
2D Certified copies of the priority documents have been received in Application No. 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) M Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Pa P er No(s)/Mail Date. . 

3) (3 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) U Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date 6/28/07 . 6) |_J Other: . 
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Art Unit: 3763 

DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election with traverse of group B, claims 6-1 1 in the reply filed on 
6/23/04 is acknowledged. The traversal is on the ground(s) that there is unity of 
invention and this special feature is claimed in each claim. This is not found persuasive 
because each claim is claimed differently. The general concept of an injection pen 
might be consistent with each claim, but the specific limitations for each independent 
claim is different and therefore the claims have different "special features" thus causing 
the examiner to send out a restriction requirement. The examiner gave prior art that 
read on the general "special feature" and thus fulfilled the requirement of the restriction. 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 1-5, 36, 37, 44-47, 51, 52, 71, 72, 105, 1 06 are withdrawn from further 
consideration pursuant to 37 CFR 1 .142(b), as being drawn to a nonelected group, 
there being no allowable generic or linking claim. Applicant timely traversed the 
restriction (election) requirement in the reply filed on 6/23/04. 

3. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .1 7(i). 
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Drawings 

4. The subject matter of this application admits of illustration by a drawing to 
facilitate understanding of the invention. Applicant is required to furnish a drawing 
under 37 CFR 1 .81 . No new matter may be introduced in the required drawing. 

The examiner cannot find any drawings in this case. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 6-1 1 and 109 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bechtold et al. (DE 195 19 147). 

Bechtold et al. discloses a container, a barrel, a plunger with a guiding member 
that has external threads, and wherein the guiding member is guided into internal 
threads of a setting member. Bechtold et al. also discloses a cocking spring a first 
coupling arrangement as well as a second coupling arrangement. (Figures 1-9A, 16 
and entire reference) 

7. Claims 6-11, and 109 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Gabriel et al. (DE 42 23 958). 

Gabriel et al. discloses a container, a barrel, a plunger with a guiding member 
that has external threads, and wherein the guiding member is guided into internal 
threads of a setting member. Gabriel et al. also discloses a cocking spring a first 
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coupling arrangement as well as a second coupling arrangement. (Figures 5, 7, 15,17 
and entire reference) > 
8. Claims 6-1 1 and 109 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Haber et al. (USPN 5,320,609). 

Haber et al. discloses a container, a barrel, a plunger with a guiding member 
that has external threads, and wherein the guiding member is guided into internal 
threads of a setting member. Haber et al. also discloses a cocking spring a first 
coupling arrangement as well as a second coupling arrangement. (Figures 2C, 2D, 3 
and entire reference) 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew F DeSanto whose telephone number is 1-703- 
305-3292. The examiner can normally be reached on Monday-Friday 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Casler can be reached on 1-703-308-3552. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 



Matthew DeSanto 
Art Unit 3763 
September 7, 2004 




